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- 77ie MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )EE3 Responsive to communication(s) filed on 10 August 2004 . 
2a)D This action is FINAL. 2b)[x] This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) [X] Claim(s) 1^9 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) S Claim(s) 1^ is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

1 2)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
a)D All b)D Some * c)Q None of: 

1 0 Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 

3-D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Examiner acknowledges Applicants' amendment to the claims and specification filed 8/10/04, 
which amended claims 1-6 and added new claims 7-9. 

Currently, claims 1-9 are pending before the Office. 

The text of those sections of Title 35, U.S. Code not included in this action can be found in a 
prior Office action. 

Claim Rejections - 35 USC §112 

Claims 1-9 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. 

Claims 1-2 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. The recitation of the term "hue" is indefinite because a person of ordinary skill in the 
art cannot ascertain what physical parameters comprise "hue", or how to accurately quantitate 
"hue", or whether "hue" comprises a qualitative visual assessment. The term "wavelength" is a 
suggested alternative to the term "hue." 
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In claim 1, the recitation of "whereby all of the labels in the composition generate the same 
wavelength at the same intensity from the second signal generating moiety" is confusingly 
redundant of prior claim language. 

In claims 3, the claim preamble does not correspond to the method outcome. For example, the 
preamble recites a method to provide a pattern of target substances, while the final step recites 
the step of assessing the number of particulate labels. It is not clear how merely "assessing the 
number of particulate labels" amounts to "a method to provide a pattern of target substances." 

In claim 8, it is not clear what type of "detection space" has a diameter of 400-750 nm. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis 
for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 
122(b), by another filed in the United States before the invention by the applicant for patent or 
(2) a patent granted on an application for patent by another filed in the United States before 
the invention by the applicant for patent, except that an international application filed under 
the treaty defined in section 351(a) shall have the effects for purposes of this subsection of an 
application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

Claims 1-4, 7 and 9 are rejected under 35 U.S.C. 102(e) as being anticipated by Nie et al. (US 

2003/0148544). 

Nie et al. describes a composition comprising a multiplicity of different labels, wherein each 
different label comprises a particulate support to which is coupled one or more first signal- 
generating moieties which generate a visible hue that characterizes said label (see Fig. 1), a 
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second signal generating moiety which emits the same wavelength at the same intensity from 
all said different labels (see para. [0069], "all quantum dot system can be synthesized wherein a 
single QD is used as the analyte signal", "The intensity of the signal generated by the tag 
attached to the target molecule will be in direct proportion to the amount of target present in the 
sample"), wherein the wavelength of the signal generated by said second signal-generating 
moiety is different from the hue which characterizes the label (see para. [0069], "it [analyte 
signal] can be any wavelength as long as it does not overlap with the coding signal"), and 
wherein said labels further contain reagents which permit each of them to interact specifically 
with a desired target (see Fig. 1). 

Examiner interprets the language "all quantum dot system can be synthesized wherein a single 
QD is used as the analyte signal" as including a bead where the analyte signal is attached to the 
bead. 

With respect to claim 2, Nie et al. describes a composition comprising a multiplicity of different 
labels, wherein said characterizing signal generating moieties comprise at least two different 
signal generating entities wherein each of the entities generates a signal different from that 
generated by the other entity(s) and wherein the resulting hue of the labels resulting from said 
signal is varied among the different labels whereby each different label is thereby characterized 
by a different hue (see Fig. 1). 

With respect to claim 3, Nie et al. describes a method to provide a pattern of target substances 
which method comprises contacting an environment containing the target substances with the 
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composition of claim 1 and viewing the pattern generated by the distribution of the labels among 
the targets, and assessing the number of particulate labels (see Fig. 5). 

With respect to claim 4, Nie et al. describe a method wherein the environment is displayed on a 
support suitable for viewing by microscopy (see Fig. 4a). 

With respect to claim 7, Nie et al. describe a method wherein said particulate supports have 
diameters of 20-200 nm (see para. [0039]). 

With respect to claim 9, Nie et al. describe a method wherein said assessing comprises 
measuring the intensity of the signal emitted from the second signal generating moiety in said 
detection space (see para. [0069], The intensity of the signal generated by the tag attached to 
the target molecule will be in direct proportion to the amount of target present in the sample"). 

Claim Rejections - 35 USC § 103 

Claims 5-6 are rejected under 35 U.S.C. 103(a) as being unpatentable over Nie et al. (US 
2003/0148544) is view of Kauvar et al. (US 2001/00441 16). 

Nie et al. describe a method for providing a pattern of target substances as substantially 
described supra. Nie et al. do not describe a method wherein the environment comprises 
intracellular environment or neural circuitry. 

However, Kauvar et al. disclose a method using microscopy (See Fig. 1) to view intracellular 
targets (see p. 6, para. (0062], "cell or dendrites"') or neural circuitry (See p. 6, para. (0062], 
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"dendrites"). Therefore, it would have been obvious for a person of ordinary skill in the art to 
combine the method of contacting an environment to view a pattern of particulate labels of Nie 
et al. with the method of using microscopy to view intracellular targets or neural circuitry of 
Kauvar et al. to provide a method of viewing a pattern of particulate labels in an intracellular or 
neural circuitry environment. A skilled artisan would have had a reasonable expectation of 
success in using the labels of Nie et al. in a method for viewing an intracellular environment 
because Nie et al. teach that the use of multicolor optical coding using luminescent QDs offers 
important advantages and applications that are not possible with other types of dyes (see para. 
[0017]). Nie et al. also teach that by using their labels, particulate beads can be quantified 
based on the observed number of quantum dots, i.e. intensity multiplexing. 

Response to Arguments 

In the prior Office Action, Examiner rejected claim 1 under 35 USC 112, second paragraph, as 
lacking antecedent support for the claimed particulate support to which is "coupled" at least a 
first and second signal generating moieties. Applicants argue that a description of the signal 
generating functions associated with the particles appears in paragraphs 9 and 22-23. 
Applicants' argument is persuasive. Accordingly, this rejection is withdrawn. 

In the prior Office Action, Examiner rejected claims 1-6 under 35 USC 102(b) as being 
anticipated by Han et al., 19 Nat. Biotechnol. 631 (2001). This rejection is withdrawn in light 
of Applicants' amendments to the claims, and in light of the new rejection in view of Nie et al. 
(US 2003/0148544) set forth supra. 
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Conclusion 



No claims are allowed. 

Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to David J Vend whose telephone number is 571-272-2879. The examiner can 
normally be reached on 08:00 - 16:30 (EST). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Long Le can be reached on 571-272-0823. The fax phone number for the organization where 
this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be 
obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



David J Vend 
Examiner 
Art Unit 1641 
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SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 1600 




